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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/270,272
Published in the Ofﬁcia,l Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL

L’OREAL S.A. and L'OREAL USA, INC,,
Opposer,
V. Opposition No. 91202898

MIKHAIL LEVITIN T/A MIKHAIL ORAL ARGUMENT REQUESTED
LEVITIN INSTITUTE,

Applicant.

OPPOSER’S NOTICE OF RELIANCE

(Part 1 of 3)

Pursuant to Trademark Trial and Appeal Board Manual of Procedure (“ITBMP”) § 704.02
and 37 CFR §§ 2.120 and 2.122, I’Oréal S.A. and L’Oréal USA Creative, Inc. (collectively, “L’Oréal”

or “Opposer”) hereby offers into evidence and intends to rely on the following:

1. Pursuant to 37 C.F.R. § 2.123(b), the parties have stipulated that testimony may be

received in the form of declarations. The parties’ stipulation is attached hereto as Opposer’s
p p PP

Exhibit A.

2. Applicant’s responses and amended responses to Opposer’s discovery requests,

which are attached hereto as Opposer’s Exhibit B.
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a. Opposer’s Exhibit B-1: Applicant’s “Answet to Opi)oser’s First Set of
interrogatories,” Answers to Interrogatory Request Nos. 1 and 2, dated |
December 11, 2012.

b. Opposer’s Exhibit B-2: Applicant’s “Answer to Opposet’s First Set of
Requests for Admission,” Answers to Request for Admission Nos. 24 and 31-33,
dated December 11, 2012.

c. Opposer’s Exhibit B-3: Applicant’s “Answer to Opposer’s First Set of
Requests for Admission” and App]icg.nt’s “Clarified Answer to Opposet’s First
Set of Requests for Admission,” Answer to Request No. 43, dated February 27,
2013.

d. Opposer’s Exhibit B-4: Applicant’s “Clarified Answer to Opposet’s Fitst Set of

Requests for Admission,” Answer to Request No. 46, dated February 27, 2013.

ORAL ARGUMENT REQUESTED

Dated: April 11, 2013 ' Respectfully submitted,

PAUL HASTINGS LLP

T

By{

@ L. Sherman
’ te G. Furman
75 E. 55th Street
New York, New York 10022

212-318-6000
Attorneys for Opposer

LEGAL_US_E # 103599329.1 ' 2



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of OPPOSER’S NOTICE OF RELIANCE
(Part 1 of 3) has been served upon Dr. Mikhail Levitin, P.O. Box 102, Reeders, Pennsylvania 18352,
by electronic transmission, as mutually agreed upon by the parties, and by depositing a true copy of

the same with the U.S. Postal Service, first-class mail, postage ptrepaid, on April 11, 2013.

=

Edith R. Lopez




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

~ In the Matter of Application Setial No. 85/ 270272
Published in the Official Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL .

L’OREAL S.A. and L'OREAL USA, INC,
Opposer,
V.

MIKHAIL LEVITIN T/A MIKHAIL
LEVITIN INSTITUTE, :

Applicant. :'.

Opposition No. 91202898

ORAL ARGUMENT REQUESTED

EXHIBIT A TO OPPOSER’S NOTICE OF RELIANCE



IN THE UNITED S:I‘ATES PATENT AND TRADEMARK OFFICE .
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD '

In the Mattet of Appllcauon Sedal No. 85 / 270,272
‘Published in the Official Gazette on August 2, 2011

. Matk: FOREAL FOREAL BY MIKHAIL

L’Oréal S.A, and L’Oréal USA, Inc.,

' Oppbser, , . S

V. o | ' o . 2 Opposiﬁon~No.v91_;202‘898l_
Mikhail Levitin T/A MIKHAIL LR

LEVITIN INSTITUTE

Apphcant

STIPULATION TO SUBMIT TESTIMONY BY AFFIDAVIT OR DECLARATION
| Putsuant to Trademark Rule 2.123(b), 37 C. FR. §2123(b), and Trademark Trial and Appeal "
Boatd Manual of Procedure § 703. 01(b) L/'Oréal S A and L Ozeal USA, Inc, (co]lectlvely, “I Oteal”
ot “Opposer”) and Mﬂcha:l Levitin T/ A MIKHAIL LEVITIN INSTITUTE (“Apphcant”) hereby
stipulate and agtee that the testnmony of any witness may be submitted in’the forsn of an afﬁdawt or
declaration by such wnness du.tmg thc appropnate testlmony period. . Nothmg herein shall pxevent a
party from ob)ectmg to testimony on the grounds of competancy, relcvance adrrnssxbmty,
materlahty and/ oF 2y othet gtounds that would bc available to it if tesnmony by oral deposition -

took place

Dated: February 4, 2013

Robert L. Sherndan

PO.Box 102 . | 75 E. 55¢h Street

Reeders, PA 183520102 " New York, New York 10022
570-872-7962 . 212-318-6000

Applicant . V‘Attoméy fot Opposer

LEGAL_US_E # 1024254402
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CERTIFICATE OF SERVICE
The undersigned-hérei)y cérﬁﬁes that'a true and cotrect copy of the foregoing
| Stipulation to Submit Testimony by Afﬁdavit or Declaration has been served upon Mikhail =
Levitin by electronic. &ansmission, as mu'tually‘ agreed upon by the pﬁr’ties, and by”depositing'a
true copy' of the same with .thve U.S. Postal. Service, first-class mail, postage prep_aid-on March 7,

2013.

. / Edith R. Lopez




IN-THE UNITED STATES PATENT AND TRADEMARK OFFICE
. BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/270,272
Published in the Ofﬁcia,l Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL

L’OREAL S.A. and LORFAL USA, INC.,
Opposet,

V.

MIKHAIL LEVITIN T/A MIKHAIL
LEVITIN INSTITUTE,

Applicant.

Opposition No. 91202898

ORAL ARGUMENT REQUESTED

EXHIBIT B-1TO OPPOSER’S NOTICE OF RELIANCE



1. Siate the dats of end describe the reasons for thé seioction of Applicant's Mark,
including the consideration of any other macks al';d!or any othe;' goocis or services, and identify the
person(s) w;ththe most knowie&ge of the selection qupplicant's Mark and goods.

In 1969 my friend éave me L'Oréal’s Age Perfect Day Cream and ask me for my opinion.

My grandmother xied my cream and compared it with L'Oréal's Age Perfect Day and stated thet

L'Oréal's Age Perfect Day is “dreck™ and my is real, 5o I cailed it Foreal by Mikhail, it was niy most

knowledgeable selection of the Mark.

2, State the date and describe the ¢ircumstances under which Applicant first became
_aware of Opposer, of Qpposers L'OREAL Mark and of Opposer's Marks, and identify the person

most knowledgenble of the foregoing.

Answered In #1,




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/270,272
Published in the Ofﬁcia’l Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL

L’OREAL S.A. and L'OREAL USA, INC,,
Opposer,
v.

MIKHAIL LEVITIN T/A MIKHAIL
LEVITIN INSTITUTE,

Applicant.

Opposition No. 91202898

ORAL ARGUMENT REQUESTED

EXHIBIT B-2 TO OPPOSER’S NOTICE OF RELIANCE



g prmeae: e em e

24, The L'Qreal naﬁe name, Opposer's L'OREAL Mark;_ and Opposer's Marks are and
for a long time have been widely marketed and pmmofed to a broad class of consumers through

television advertisernents, print media, and on the Internet,

Admitted, Upone available at this time information and believe tie staterment is admitied,




31. Applicant was aware of Opposer prior-1o applyiné for Applluént‘s Mark.
. i .
!

Admitted.

¢
0

2. Applicant was aware of Opposer's L'OREAL Mark prior to applying for registration
of Applicg.nt‘s Mark, .
Admitted.
33. App.licknt was aware of Opposer's Marks prior to applying fo]r registration of
- Applicant's Mark. ; . o i 5

' I
; ! .

Admitted.

)
Y
\



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/ 270,272
Published in the Ofﬁcia/l Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL

L’OREAL S.A. and L'OREAL USA, INC.,
Opposer,

V.

MIKHAIL LEVITIN T/A MIKHAIL
LEVITIN INSTITUTE, '

. Applicant.

Opposition No. 91202898

ORAL ARGUMENT REQUESTED

EXHIBIT B-3 TO OPPOSER’S NbeCE OF RELIANCE



43. Prior ta applying for Applicaﬁt’s Mark, Applicant was aware fhat Opposer sells

personal care products, including but not limited to skin creams, snti-aging creams, and cosmetics.

" Admitted in part and deaied in part. . -

)
jl

Admitted that Applicant was aware that Opposer sells personal care producté.‘ including but
. . v ]

‘not limited to skin creams, ; ! ;,:;_;1 § !
- . i

Denied about “anti-pging” creams as il requires a proper dst"mition-before the discussion.

b

b
5



Iz

)

43, Prior to applying for Applicant's Mark, Applicant was‘_awa}e that Qppoéer sells personal

v

|
' . .
' . + ' \



care products, including but not limited to skin creams, anti-aging creams, and cosmetics.
i ' .

. 7 :

Agree in part and deny in part. - ’

L
{

Apree that Appii‘cant was aware that Opposer sells personal care products, including but not
lirﬁited 1o skin creams. " _ !

Denied. Disagrce about a correlation between alleged name “'a.nti-aging” creams and it’s.

functional ability.

g



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Setial No. 85/270,272
Published in the Ofﬁcia’l Gazette on August 2, 2011
Mark: FOREAL FOREAL BY MIKHAIL

I’ORBAL S.A. and L'OREAL USA, INC.,
Opposet,

V.

MIKHAIL LEVITIN T/A MIKHAIL
LEVITIN INSTITUTE,

Applicant;

Opposition No. 91202898

ORAL ARGUMENT REQUESTED

EXHIBIT B-4 TO OPPOSER’S NOTICE OF RELIANCE



¢ t

46. Applicant is not aware of any mark other than Opposer’s that utilizes L'ORBAL.

Agreed. Applicant is not aware of any matk othér thian Opposer's that utilizes L'OREAL.




